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REMARKS/ARGUMENTS 

The Office Action mailed November 17, 2004 has been carefully considered. 
Reconsideration in view of the following remarks is respectfully requested. 

Applicants gratefully acknowledge the indication of allowance of claim 19, 21, 
23-25, 64-68, 71 and 72 upon correction of terminology. Applicants are further grateful 
for the indication of allowability of claims 27, 28, 47 and 70 if rewritten in independent 
form including all of the limitations of the base claim and any intervening claims. 
However, for the present, Applicant respectfully declines the opportunity to rewrite these 
claims in independent form but reserves the right to do so at a future time. 

Claims 19-24, 26-32, 34, 37-42, 46, 49, 51-54, 58-62, 64-69 have been amended 
to correct minor informalities such as inconsistent terminology matters. Claim 46 has 
been amended to further particularly point out and distinctly claim subject matter 
regarded as the invention. Support for these changes may be found in the specification, 
figures, and claims. No new matter has been added. 

Claims 57 and 74 have been cancelled, without prejudice or disclaimer of the 
subject matter contained therein. 

Drawing Objections 

The drawings stand "objected to under 37 CFR 1.83(a)" because "the arrangement 
where at least one wheel is affixed to the bag member body section, as opposed [to] the 
base member, as claimed in new claim 57, must be shown." This objection is 
respectfully traversed. 
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Claim 57 has been canceled, without prejudice or disclaimer of the subject matter 
contained therein. Thus, is it respectfully requested that this objection be withdrawn. 

Claim Informalities 

The office action states that "Applicant is advised that the claims are full of 
inconsistent terminology, too numerous to mention specifically. It is noted that applicant 
alternately refers to the bag and bag member in the claims for the bag member 
construction. Since applicant has set for a bag member in each of the independent 
claims, applicant should consistently use the term bag member. . . . Appropriate correction 
is required." 

Claims 19-24, 26-32, 34, 37-42, 46, 49, 51-54, 58-62, 64-69 have been amended 
to correct the inconsistent terminology. Thus, it is respectfully requested that this 
obj ection be withdrawn. 

Claim Rejection Under 35 USC §112 

1 . Claim 57 stands "rejected under 35 USC § 1 12, first paragraph, as failing 
to comply with the written description requirement. . . . there doesn't appear to be any 
description or showing of an arrangement where a wheel is affixed to the bag member 
body section as claimed in new claim 57." This rejection is respectfully traversed. 

Claim 57 has been cancelled, without prejudice or disclaimer of the subject matter 
contained therein. 
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2. Claims 20, 22, 41, 43, 5 1-54, 60 and 62 stand "rejected under 35 USC 
§112, second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention." 

a. "With the amendment to claim 29 there isn't any proper antecedent for 
'the back side' of said bag member." Applicant believes the Examiner is referring to 
claim 28 rather than claim 29. As such, Applicant has amended claim 28 to set forth a 
"back portion" and not a "back side" 

b. Applicant "has amended claim 20 to set forth a (single) longitudinal pieces 
instead of two. ... If it is a single piece, there isn't any antecedent for "said longitudinal 
pieces" at the end of the claim." Claim 20 has been amended to read "said longitudinal 
webbing piece" at the end of the claim. 

c. "Applicant is advised that there isn't any antecedent basis in claim 21 or 
22 for 'said loop', as claimed in claim 22. The loop is set forth in claim 20, not 21. The 
same is true for claims 41 and 43. A loop is set forth in claim 32, not claim 3 1 . 

Claim 22 has been amended to depend from claim 20 and claim . Claims 41 and 
42 have been amended to depend from claim 32. 

d. "There also isn't any antecedent basis for 'the longitudinal webbing 
pieces' in claim 53 or 'the webbing pieces' in claim 54. Webbing pieces are set forth in 
claim 50." 

Claim 53 has been amended to depend from claim 50 to provide for antecedent 
basis for "the longitudinal webbing pieces" and claim 54 has been amended to read 
"webbing reinforcement" rather than "webbing pieces" . 
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e. "There also isn't any antecedent basis for "the loop" in claims 60 or 62. A 
loop is set forth in claim 47. 

Claims 60 and 62 have been amended to depend from claim 47 to provide for 
antecedent basis for "the loop". 



It is respectfully asserted that the claims are now in condition for allowance. It is 
respectfully requested that these objections be withdrawn. 



Claim 46 Rejection - 35 USC 103(a) 

Claims 46, 49-52 and 63 stand rejected as being allegedly unpatentable over 
Kaufmann (USP 1,859,970) in view of Edgerton, Jr. et al (3,998,304). Claim 46 is an 
independent claim. This rejection is respectfully traversed. 

According to the Manual of Patent Examining Procedure (M.P.E.P.), 

To establish a prima facie case of obviousness, three basic criteria must be met. 
First there must be some suggestion or motivation, either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the 
art, to modify the reference or to combine reference teachings. Second, there 
must be a reasonable expectation of success. Finally, the prior art reference (or 
references when combined) must teach or suggest all the claim limitations. The 
teaching or suggestion to make the claimed combination and the reasonable 
expectation of success must both be found in the prior art, not in the applicant's 
disclosure. 1 



The Office action states: 

"New claim 46 is directed to a sub combination bag with a cylindrical 
shape and reinforcement webbing. Kaufmann teaches a bag which can be 
cylindrical with attached top and bottom ends (7) attached to the body (6). 
Note that the bag has a zipper closure and it is reinforced by longitudinal 



1 M.P.E.P § 2143. 
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strips ( 14), as claimed. To have made the body as a continuous single 
piece in the manner taught by Edgerton, Jr. et al would have been most 
obvious. Note also the circumferential spaced apart webbing of 
Kaufinann at 27." 

Applicant respectfully disagrees with the office action for the reasons, among others, 
stated below. 

Amended Claim 46 provides for "the reinforcement being affixed to an exterior of 
said bag member." thus, the webbing reinforcement is affixed to the exterior of the bag 
rather than the interior of the bag. This is further supported in the specification, figures, 
and the claims. However, Kaufinann teaches the use of "flexible metallic reinforcing 
strips 14 extending from end to end of the bag opening or mouth." Upon closer review of 
the reinforcing strips 14 in Fig. 4, the reinforcing strips are clearly affixed to the interior 
of the bag and not the exterior of the bag. 

Accordingly, since Kaufinann does not teach or suggest all the claim limitations 
of Claim 46, the alleged combination of the prior art references can not be said to render 
the claimed invention obvious. It is respectfully requested that this rejection be 
withdrawn. 

Claims 26 and 31 Rejection - 35 USC 103(a) 

Claim 26, 29, 30, 31, 34, 35, 37, 38, 44, 45, 55-57, and 73 stand rejected under 35 
USC 103(a) as being unpatentable over the references as applied to claim 46, 49-52, and 
63 above, and further in view of Swara (USP 3,471,163) and Rekuc et al (USP 
5,743,363), both of record. This rejection is respectfully traversed. 
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The Office Action states: 

"Swara teaches a wheeled transport base for a duffle bag which has a 
concave base member which is therefore considered to have a bottom and 
side as well as a back extension with curved corners as shown. In the 
event that applicant doesn't consider the back portion to have a curved 
connection to have a radiused the back portion in the manner taught by 
Rekuc et al which have been obvious to one having ordinary skill in the 
art. Such radius taught by Rekuc et al is considered to provide a rounded 
comer, as claimed. To have secured the bag of Kaufinann to such wheel 
transportation for ease of movement would have been obvious in view of 
Swara and Rekuc et al." 

Applicant again respectfully disagrees for the reasons, among others, stated below. 
Claim 26 provides for: 

"c. webbing reinforcement, the webbing being affixed to said bag 
member and further affixed to said base member whereby tension 
and tearing forces are transmitted from said bag member to said base 
member and are resisted by said webbing, said webbing comprising a 
first configuration being along a longitudinal direction from said bag 
member top section to said bag member bottom section, and a second 
configuration located about the circumference of the bag member." 

Claim 31 provides for a similar limitation. Claim 26 and 31 provide for webbing 
reinforcement * which are affixed to the bag member and base member to resist the 
tension and tearing. "Because travel bags may be subject to extreme stress due to 
overpacking, travel bags of the invention include a specialized system of webbing. 
Webbing is affixed, by sewing or gluing for example, to the exterior surface of the bag 
member. Webbing is arranged in two general configurations. For strength along the 
length of the bag, longitudinal strips may be attached. For strength against radial 
expansion, or strength to resist bursting, webbing is provided about an axial 
configuration." (Specification, page 12, lines 16-21). 
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Neither Kaufinann nor any of the cited prior art references teach the webbing 

reinforcement as claimed in Claims 26 and 31. The examiner equates "the 

circumferential spaced apart webbing of Kaufinann at 27" to the webbing reinforcement 

of the claim invention. However, upon closer reading, Kaufinann does not teach such a 

webbing reinforcement. Rather, Kaufinann teaches: 

"discontinuous spring steel hoops 26 which transversely encircle the body 
portion 6 so as to extend from side to side of the bag mouth or opening; 
said hoops 26 being retained in place by cover strip 27 stitched to the bag 
body. The inherent resiliency or 'spring' of said hoops tend to open up the 
bag, and at the same time bow outwardly the reinforcing strips 14 
boarding the sides of the bag mouth." (page 2, lines 124-130 through page 
3, lines 1-5). 

Kaufinann's "circumferential spaced apart webbing" that the Examiner cites is merely a 
cover to hold and cover the spring steel hoops 26 used to open the bag of Kaufinann. The 
spaced apart webbing of Kaufinann does not resist tension or tearing forces along the bag 
member as claimed in Claims 26 and 3 1 . As such, it can not be said to render the 
claimed invention obvious. 

Accordingly, since each and every element as set forth in Claims 26, 31, and 46 
are not found in the prior art references, it can not be said that the alleged combination of 
the prior art references render the claimed invention obvious. Thus, it is respectfully 
requested that these rejections be withdrawn. 

Remaining Dependent Claims 
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The argument set forth above is equally applicable here. The base claims being 
allowable, the dependent claims must also be allowable. 

In view of the foregoing, among others, it is respectfully asserted that the claims 
are now in condition for allowance. 

Request for Allowance 

It is believed that this Response places the above-identified patent application into 
condition for allowance. Early favorable consideration of this application is earnestly 
solicited. 

If, in the opinion of the Examiner, an interview would expedite the prosecution of 
this application, the Examiner is invited to call the undersigned attorney at the number 
indicated below. 

The Commissioner is hereby authorized to charge any additional fees or credit 
any overpayment to Deposit Account No. 50-1698. 



Thelen Reid & Priest LLP 
P. O. Box 640640 
San Jose, CA 95164-0640 
Tel: (408)292-5800 
Fax: (408)287-8040 



Respectfully submitted, 
THELEN REID & PRIEST, LLP 



Dated: January?^, 2005 
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